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DETAILED ACTION 

Action Background 

1. This action is responsive to the Request for Continued Examination, filed 
on 1/31/2007. 

2. Applicant has canceled claims 3, 6, 9 and 12, and amended claims 1, 2, 4, 
7, 8 and 10. 

3. Claims 1, 2, 4, 5, 7, 8, 10 and 11 are pending in the case, claims 1 and 7 
are independent claims. 

4. A request for continued examination filed under 37 CFR 1.114, including 
the fee set forth in 37 CFR 1.17(e), was filed in this application after a final 
rejection. Since this application is eligible for continued examination under 37 
CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office Action (dated 10/31/2006) has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 1/9/2007 has been 
entered. 

5. Examiner's rejection of claim 1, 6, 7 and 12, made under 35 USC 112 in 
the Claim Rejections - 35 USC 112 section of the previous office action 
(dated 10/31/2006) is withdrawn in view of the canceled or amended claims. 

6. Examiner's rejection of claim 5 and 11, made under 35 USC 112 in the 
Claim Rejections - 35 USC 1 12 section of the previous office action (dated 
10/31/2006) is withdrawn in view of the applicant's remarks. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

"The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. " 

8. Claims 1 and 7 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claims contains 
subject matter, which was not described in the original specification in such a 
way as to reasonably convey to one skilled in the relevant art that the 
inventors, at the time the application was filed, had possession of the claimed 
invention. 

9. Regarding claims 1 and 7, the amendment filed 1/9/2007 adds the 
following limitation: "wherein the attributes are not user-definable". The 
examiner has reviewed the originally filed specification, and has failed to find 
support for the added limitations. Applicant is required to cancel the new 
matter in response to this office action. 
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Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

"A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this 
or a foreign country or in public use or on sale in this country, more than . 
one year prior to the date of application for patent in the United States" 

11. Claims 1, 2, 4, 5, 7, 8, 10 and 11 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Golovchinsky et al. US Patent 6,389,435, filed 2/5/1999, 
patented 5/14/2002 (hereinafter Golovchinsky). 

12. Regarding independent claim 1, Golovchinsky discloses a plurality of 
annotated documents, where the annotated documents are web-based 
documents with annotation data. Golovchinsky discloses web-based 
documents as hypertext documents (see column 1, lines 15-40) used on the 
Internet (column 3, lines 31-39). Golovchinsky discloses annotation data as 
digital ink in Figures 2 and 3 (shown at reference signs 42, 44 and 46). 

Golovchinsky discloses a searching an index of annotation data attributes 
to obtain a set of documents that is a subset of the plurality of annotated 
documents. Golovchinsky recites: u this invention is directed to an electronic 
system that facilitates navigation from an index to portions of a document or 
documents that are of interest to the user" (column 1, lines 7-11) and "by 
making a variety of different types and styles of freeform digital ink marks in 



Application/Control Number: 10/790,678 Page 5 

Art Unit: 2178 

the index, the relationships between terms in a document can be more quickly 
comprehended by a user" (column 2, lines 16-19). 

Golovchinsky discloses generating a thumbnail of the annotated document 
in figure 4. Golovchinsky discloses associating searchable attributes to the 
annotation data with a searchable index. Golovchinsky recites: "this invention 
facilitates navigation from an index to portions of a document that are of 
interest to a user using freeform digital ink. A user can mark terms in an index 
page using freeform digital ink and the freeform digital ink mark is copied to 
instances of the annotated terms that occur in the document (column 1 , line 
67 to column 2, line 5). Golovchinsky discloses searching the plurality of 
annotated documents for a subset of the annotated documents. Golovchinsky 
recites: "An embodiment of the system and method of this invention treats the 
selection of multiple original freeform digital ink marks as a query that causes 
the system to display a ranked list of search results" (column 4, lines 27-31). 

13. Regarding dependent claim 2, Golovchinsky discloses the attributes 
include at least an author of the annotated document Golovchinsky disclose 
the document as a Microsoft Word document in Figure 3, reference sign 50. 
As is well known in the art, a Microsoft Word document file includes various 
attributes, including the author of the document. 

14. Regarding dependent claim 4, Golovchinsky discloses the attributes 
include a website associated with the annotated document. Golovchinsky 
discloses the documents as a web-based document in Figure 3, reference 
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sign 50 (shown as "hypertext.doc") and that the documents can be a 
collection of documents (column 1, lines 38-40), and that are part of the 
Internet (column 3, lines 37-40). 

15. Regarding dependent claim 5, Golovchinsky discloses set of annotated 
documents includes at least two documents. Golovchinsky recites: "this 
invention is directed to an electronic system that facilitates navigation from an 
index to portions of a document or documents" (column 1 , lines 7-11). 

16. Regarding claims 7, 8, 10 and 11, the claims are directed toward a 
computer readable media for the method of claims 1, 2, 4 and 5, respectively, 
and are rejected using the same rationale. 
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Response to Arguments 

17. Applicant's arguments filed 1/9/2007 have been fully considered but they 
are not persuasive. 

18. Regarding the rejections made under 35 USC 112, applicant has 
remedied the deficiencies noted by the examiner in the office action dated 
10/31/2006, however, the amendment filed 1/9/2007 raises new issues under 
35 USC 1 1 2, as noted above. 

19. Regarding independent claims 1 and 7, applicant argues that 
Golovchinsky fails to teach or suggest that the attributes are not user 
definable (page 6, first paragraph, of the response filed 1/9/2007). The 
examiner has reviewed the originally filed specification and has failed to 
determine the difference between attributes, and attributes that are not user 
definable. The specification shall contain a written description of the invention, 
and of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the 
same. 
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Conclusion 



20. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gregory J. Vaughn whose telephone 
number is (571) 272-4131. The examiner can normally be reached Monday to 
Friday from 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Stephen S. Hong can be reached at (571) 272-4124. 
The fax phone number for the organization where this application or 
proceeding is assigned is (571) 272-2100. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 




Patent Examiner 
March 30, 2007 



